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Section 40 (Support, Disclosure, Clarity, Lack of Unity)

The complete specification does not provide a clear enough and complete enough disclosure of the 
invention of claims 1-5 as required by subsection 40(2)(a) because it lacks sufficient information to 
enable the person skilled in the art to perform the invention over the whole scope of the claims 
without undue burden or the need for further invention.

The specification provides information on preparing a number of gypsum panels, and details of how 
to carry out testing of the panels and there are a lot of process and starting material variables that 
will affect whether a panel has the claimed parameters (e.g. the core density, the core hardness, 
the Thermal Insulation Index and the fire resistance). The question of disclosure is whether a 
person seeking to follow the instructions in the present specification could adjust the process and 
materials so as to achieve with certitude the full combination of properties – as a matter of 
reasonable trial and error (i.e. without undue burden). Where the work involved in adjusting the 
composition of the panels amounts to reasonable trial and error, then the specification provides an 
adequate disclosure. However, if the work involved amounts to an undue burden, then the 
specification has not provided an adequate disclosure.

The specification does not provide clear guidance telling the person skilled in the art how to adjust 
the process and materials so as to achieve with certitude the full combination of properties, in 
particular the fire resistance of the panel.  As detailed in the evidence for the Opposition to 
AU2012222102, not all panels according to the general principle of the use of high expansion 
particles provide certifiably fire resistant panels. Given that there are a lot of process and material 
variables and the apparent random relationship of these variables to the fire resistance, any 
adjustment to the process and/or materials to achieve certifiable fire resistance would amount to an 
unreasonable amount of trial and error. 

Furthermore, the various tests in the specification such as Thermal Insulation Index, High 
Temperature Thickness Expansion and High Temperature Shrinkage tests are "very simple and 
cost-effective to perform" and do not correspond to the "full scale fire testing", which is "expensive". 
It appears that in light of the expense, fire testing of gypsum panels is rare; it typically only happens 
when there is a development in technology or a reason that a manufacturer wanted to re-certify its 
product. Furthermore, it would be far from reasonable for a person in this art to carry out fire 
resistance testing according to the UL or ASTM procedures as part of normal trial and error. As 
presented in the evidence for the Opposition to AU2012222102, the cost of doing so would appear 
to be prohibitive. Hence, the testing of samples to determine whether they are fire resistant would 
be an undue burden.

Therefore, the specification does not provides a disclosure of the invention that is clear enough and 
complete enough for the invention to be performed by a person skilled in the art.

1

2 Claims 1-5 lack the support required by subsection 40(3) because the invention defined by these 
claims does not correspond to the applicant’s technical contribution to the art.

It appears that the use of high expansion particulates to produce a low density, fire resistant 
gypsum panel was the contribution to the art. While it is readily apparent that the specification 
discloses the use of such particulates, it is apparent from what is said above that the use of these 
particulates does not guarantee that the low density gypsum panel will be fire resistant. Rather, 
high expansion particulates will sometimes lead to a fire resistant panel, and sometimes will not. 
Based on what is disclosed in the specification, it is unpredictable whether a panel containing high 
expansion particulates will be fire resistant. In this regard samples 3 and 4, which are apparently 
identical apart from their density, are of significance. Sample 4 is fire resistant according to the 
tests conducted, but sample 3 is not. The art has been advanced only to the extent that it is now 
known that high expansion particulates can produce a low density, fire resistant gypsum panel in 
some instances. However, the specification cannot demonstrate a general principle by which the 
result of a low density, fire resistant gypsum panel will be achieved. The technical contribution to 
the art is that high expansion particulates can produce a low density, fire resistant panel when 
prepared according to the samples numbered 1, 4, 5, 12, 13, 14, 18, 19 and 20 as discussed in the 
Opposition for AU2012222102.
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The claims are limited to method for making gypsum panels that contain high expansion particles 
and are fire resistant. However, the technical contribution to the art is more limited than this. 
Consequently, the scope of the claims is not supported by the technical contribution to the art.
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Did you know you can now submit over 150 service requests through IP Australia’s eServices portal 
including Examination responses? For more information on how to register for eServices please 
visit us at www.ipaustralia.gov.au. 
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