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DearCom m issioner,

IrefertoIP Australia'sletterof14 S eptem ber2021.

Evidenceinreply andregulation5.23

W enotetheCom m issioner'sintentiontodirectthat[10],[40-51],[38],[39](otherthanparagraphs32-36

and39)and[53]ofDrHillier'sdeclarationdated23 June2021 (the S econdHillierDeclaration)arenot

properly inreply.

Inlightoftheview reachedby theCom m issioner,w ithoutany adm issionregardingthecharacterisationof

theevidence,theO pponentnolongerpresses[10]oftheS econdHillierDeclaration,butsubm itsthatthe

Com m issionershouldconsult[40]-[51],[38],therem ainderof[39](i.e.,paragraphs28-31,37-38 and40-41

of[39])and[53]underR egulation5.23.

T heparagraphsoftheS econdHillierDeclarationreferredtoabovegototheissuesofthestateofcom m on

generalknow ledgeinthefieldatthepriority dateandinventivestep,w hicharekey issuesintheopposition

tothepatentapplication.AlthoughDrHilliergaveevidenceinrelationtocom m ongeneralknow ledgeand

inventivestepinhisfirstdeclarationm adeon1 February 2021 (theFirstHillierDeclaration),particularly in

[21]oftheFirstHillierDeclaration,DrHillier'sevidenceintheaboveparagraphsoftheS econdHillier

Declarationism oredetailed.T hespecificnatureofthatevidenceissuchthattheinform ationcontainedin

thoseparagraphsislikely,ifnotcertain,tosignificantly inform thedecisionm aker'sconsiderationregarding

thestateofcom m ongeneralknow ledgeinthefieldandtheissueofw hetherallorany oftheclaim slackan

inventivestep.T heevidenceisprobativeandhighly relevant,andtheopponentsubm itsthatitisinthe

publicinterestthatitbeconsidered.Iftherelevantparagraphsarenottakenintoaccount,thereisariskthat

theoppositionw illnotbecorrectly determ inedonitsm erits.
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W ithregardtothecircum stancesleadinguptotheevidenceintherelevantparagraphsnotbeingfiled

earlierby w ay ofevidenceinsupport,Inotethattheopponentw asrepresentedby adifferentfirm ofpatent

attorneysatthetim eoffilingevidenceinsupport.

T heopponentfurthersubm itsthatthebalanceofconveniencefavourstheCom m issionerconsultingthe

paragraphsunderR egulation5.23.Any prejudicetotheapplicantcanbeaddressedby providingthe

applicantw ithanopportunity tofileevidenceinreply totherelevantparagraphs.T heopponentnotesthat

theoppositionhasnotyetbeensetdow nforhearing.Inaddition,theopponentnotesthat[38]and[39]of

theS econdHillierDeclarationreproduceverbatim evidencefrom thefirstdeclarationofDrHillierthatw as

filedintheopponent'soppositiontoAustralianP atentApplicationN o.2014262221 (the221 O pposition).

T heapplicant'sexpert,DrHolland,repliedtothatevidenceinthe221 O pposition,soitw ouldnotbe

onerousfortheapplicanttodosointhisopposition.Furtherm ore,DrHillier'sevidencein[40]-[51]ofthe

S econdHillierDeclarationisnearly identicaltothatcontainedinequivalentparagraphsofDrHillier's

declarationsfiledasevidenceinsupportinoppositionsby theopponenttootherapplicationsinthispatent

fam ily (including2018201735 and2018201710)tow hichtheapplicant'sexpert,DrHolland,hasreplied,so

respondingtothoseparagraphsw ouldlikew isebeunlikely tobeanoneroustask.

Fortheabovereasons,theopponentsubm itsthattheinform ationin[40]-[51],[38],therem ainderof[39]

(i.e.,paragraphs28-31,37-38 and40-41 of[39])and[53]oftheS econdHillierDeclarationshouldbe

consultedby theCom m issionerunderR egulation5.23.

Yoursfaithfully
Jam es& W ells

A DA M L U X T O N
P artner
Adam .luxton@ jam esandw ells.com
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